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DETAILED ACTION 

1 . This action is responsive to the amendment filed 02/27/2008. 

Claims 1-20 are currently pending in this application. Claims 1, 12, and 19 are 
independent claims. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-43 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non- statutory subject matter. 

Regarding independent claim 1, the claim recites a "system" comprising "an operating 
system", "an application program", and "an audio or video program". As currently 
recited the "system" comprises only computer software elements. Thus, the claim is a 
program per se and does not fall within any of the four enumerated categories of 
patentable subject matter in section 101. 
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Dependent claims 2-11 are rejected for fully incorporating the deficiencies of their base 
claims. 

Regarding independent claim 12, the method claim differs from traditional process claims 
in several respects. For example, the claim does not recite any particular way of 
implementing the step, nor does it require any machine or apparatus to perform the step. 
In addition, the method claim does not recite any electrical, chemical, or mechanical acts 
or results, which are typical in traditional process claims. Finally, the claim does not call 
for any physical transformation of an article to a different state or thing. While claim 12 
performs "detecting", it does not require any machine or apparatus to perform the step. 
Because the claim is completely untethered from any sort of structure or physical step, it 
is directed to a disembodied concept. In other words, the claim is nothing but a 
disembodied abstract idea until it is instantiated in some physical way so as to be limited 
to a practical application of the idea. For example, claim 12 does not specify whether the 
entity performing the step of "detecting" is a computer, a human, or something else. 
Accordingly, the claim is so broad that it is directed to the abstract idea itself, rather than 
a practical implementation of the concept. 

For the same reasons discussed supra with respect to independent claim 12, dependent 
claims 13-18 fall outside the scope of § 101. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States and was 
published under Article 21(2) of such treaty in the English language. 

Claims 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Helferich et al. 
(US 6826407 Bl). 

As to claim 1: 

Helferich teaches (see the title; abstract; col. 3, line 19-col.4, line 6; see also, the 
discussion beginning at col. 4, line 46) a system (a communication system for integrating 
audio and visual messaging) comprising: 

an operating system (operating system); 

an application program running on the operating system; and, an audio or video 
program running on the operating system, the audio or video program separate from but 
integrated with the application program such that the application program is unaware that 
the audio or video program has been integrated therewith, such that a user of the 
application program interacts with the audio or video program as though the audio or 
video program were part of the application program (a communication system for 
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integrating audio and visual messaging. The communication system includes a 
communication device for receiving visual messages and for transmitting voice messages 
to a recipient, and an integrated mail gateway for receiving from the communication 
device a voice message and addressing information. The integrated mail gateway is 
programmed to create an electronic mail (hereinafter "e-mail") message comprising the 
voice message. The integrated mail gateway is also programmed to use the addressing 
information to address the e-mail message, and to send the addressed e-mail message to 
the recipient .. .the communication system is used by a user of a communication device to 
send a voice message in reply to a received visual message... The IMG records and stores 
the voice reply message. Optionally, the IMG will format the voice reply message into a 
conventional audio file format. The IMG then creates an e-mail message and includes the 
voice reply message in the e-mail). 

As to claim 2: 

Helferich teaches the audio or video program is integrated with the application program 
by detecting when an event related to the application program occurs {see Figs. 7-8 and 
the associated text). 

As to claim 3: 

Helferich teaches the audio or video program is further integrated with the application 
program by subclassing into a window of the application program (see Figs. 7-8 and the 
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associated text). 
As to claim 4: 

Helferich teaches the audio or video program is further integrated with the application 
program by hooking into a window of the application program {see Figs. 7-8 and the 
associated text). 

As to claim 5: 

Helferich teaches the audio or video program is integrated with the application program 
by employing a customization mechanism of the application program (see Figs. 7-8 and 
the associated text). 

As to claim 6: 

Helferich teaches the audio or video program is integrated with the application program 
by employing application programming interfaces of the application program (see Figs. 7- 
8 and the associated text). 

As to claim 7: 

Helferich teaches the audio or video program modifies contents of a window of the 
application program created through the operating system (see Figs. 7-8 and the 
associated text). 
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As to claim 8: 

Helferich teaches the audio or video program runs in a window created through the 
operating system and related to a window of the application program created through the 
operating system (see Figs. 7-8 and the associated text). 

As to claim 9: 

Helferich teaches the application program comprises, among other things, an email 
program (programmed to create an e-mail message/ email-software; col. 3, line 19-col.4, 
line 6; see also, the discussion beginning at col. 4, line 46). 

As to claim 10: 

Helferich teaches the audio or video program comprises, among other things, an audio 
player program (see Figs. 7-8 and the associated text). 

As to claim 11: 

Helferich teaches the audio or video program comprises, among other things, an audio- 
only program (see Figs. 7-8 and the associated text). 

As to claim 12: 

Helferich teaches a method (see the title; abstract; col. 3, line 19-col.4, line 6; Figs. 1-9; 
see also, the discussion beginning at col. 4, line 46) comprising: detecting when an event 
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related to a predetermined application program occurs; in response to detecting when the 
event has occurred, an audio or video program presenting one or more audio or video 
controls for use in conjunction with the predetermined application program, such that the 
audio or video program encompassing the one or more audio or video controls is 
integrated with the predetermined application program, the audio or video program being 
separate from the predetermined application program (a communication system for 
integrating audio and visual messaging. The communication system includes a 
communication device for receiving visual messages and for transmitting voice messages 
to a recipient, and an integrated mail gateway for receiving from the communication 
device a voice message and addressing information. The integrated mail gateway is 
programmed to create an electronic mail (hereinafter "e-mail") message comprising the 
voice message. The integrated mail gateway is also programmed to use the addressing 
information to address the e-mail message, and to send the addressed e-mail message to 
the recipient .. .the communication system is used by a user of a communication device to 
send a voice message in reply to a received visual message... The IMG records and stores 
the voice reply message. Optionally, the IMG will format the voice reply message into a 
conventional audio file format. The IMG then creates an e-mail message and includes the 
voice reply message in the e-mail). 

As to claim 13: 

Helferich teaches presenting the one or more audio or video controls comprises 
integrating the one or more audio or video controls within a window of the predetermined 
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application program (see Figs. 7-8 and the associated text). 
As to claim 14: 

Helferich teaches presenting the one or more audio or video controls comprises creating 
an audio or video program window through an operating system in which the one or more 
audio or video controls are located (see Figs. 7-8 and the associated text). 

As to claims 15-18: 

Note the rejection of claims 3-6 supra. Claims 15-18 are the same as claims 3-6, except 
claims 15-18 are method claims and claims 3-6 are system claims. 

As to claim 19: 

Note the rejection of claim 12 supra. Claim 19 is the same as claim 12, except claim 19 is 
a computer-readable medium claim and claim 12 is a method claim. 

As to claim 20: 

Helferich teaches the predetermined application program, among other things, an email 
program (programmed to create an e-mail message/ email-software; col. 3, line 19-col.4, 
line 6; see also, the discussion beginning at col. 4, line 46). 
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Response to Arguments 

4. Applicant's arguments filed 02/27/2008 have been fully considered but they are not 
persuasive. 

Applicant argued in substance that "Claim 1 is limited to a system including an 
"operating system. "Applicant can find no indication of an "operating system" in 
Helferich . . . Claim 1 is limited to "a user of the application program interacting] with 
the audio or video program as though the audio or video program were part of the 
application program. "Applicant has review Helferich in detail in relation to this 
limitation as well, and can find no semblance of disclosure in Helferich that corresponds 
to this limitation of claim 1 " (Remarks; pp. 7-9). 

The examiner's response is as follows. Firstly, in the Office Action, the examiner 
mapped each claimed limitation to specific element(s) and/or relevant passages in the 
Helferich reference to show how the reference meets the claim limitations. Applicant in 
response did not provide any underlying analysis as to why the portions of the prior art 
relied on did not support the examiner's position. Secondly, Applicant simply points out 
what is broadly recited in the claim and asserts that "Applicant can find no indication of 
an "operating system "... Applicant has review Helferich in detail in relation to this 
limitation as well, and can find no semblance of disclosure in Helferich that corresponds 
to this limitation of claim 1 ". This quote is the extent of explanation provided by 
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Applicant in support of claim 1 . This response by Applicant is insufficient to satisfy the 
requirement of specific argument to have the claims considered for patentability; in 
accordance with 37 C.F.R. § 1.111 Applicant must distinctly and specifically point out 
"how the language of the claims patentably distinguishes them from the references". 

Every computer must have an operating system to run other programs. Helferich system 
must have an operating system (see col. 8, line 1) to run email and audio programs. 

With respect to independent claims 12 and 19, Applicant simply points out what is 
broadly recited in each of the claims and asserts that "Applicant has reviewed Helferich 
in detail, and can find no semblance of disclosure in Helferich that corresponds to these 
limitations of claim 12". Again, this response by Applicant is insufficient to satisfy the 
requirement of specific argument to have the claims considered for patentability; in 
accordance with 37 C.F.R. § 1.111 Applicant must distinctly and specifically point out 
"how the language of the claims patentably distinguishes them from the references". 

Contact Information 

4. Any inquiry or a general nature or relating to the status of this application should 
be directed to the TC 2100 Group receptionist: (571) 272-2100. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VAN H. NGUYEN whose telephone number is (571) 
272-3765. The examiner can normally be reached on Monday- Thursday from 8:30AM 
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6:00PM. The examiner can also be reached on alternative Friday. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, MENG-AI AN 
THOMSON can be reached at (571) 272-3756. 

The fax phone number for the organization where this application or proceeding is 
assigned is (571)273-8300. 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/VAN H NGUYEN/ 

Primary Examiner, Art Unit 2194 



